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Application No. 
09/385,412 



Examiner 



Appl^P!t(s) 



Strula et al. 



Mr. Raj Bawa 



Group Art Unit 
1619 




□ Responsive to communication(s) filed on __ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire 3 



3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Ciaim(s) / 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) 1_ 

□ Claim(s) _ 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ AN □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

Kl Information Disclosure Statement(s), PTO-1449, Paper No(s). 6,7 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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Detailed Action 



(1) This application is informal in the arrangement of the specification. The following 
guidelines illustrate the preferred layout and content for patent applications. These guidelines are 
suggested for the applicant's use. 6 

Arrangement of the Specification 

The following order or arrangement is preferred in framing the specification and, except 
for the reference to Microfiche Appendix" and the drawings, each of the lettered items should 
appear in upper case, without underlining or bold type, as section headings. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) Title of the Invention. 

(b) Cross-References to Related Applications. 

© Statement Regarding Federally Sponsored Research or Development. 

(d) Reference to a "Microfiche Appendix" (see 37 CFR 1 .96). 

(e) Background of the Invention. 

1 . Field of the Invention. 

2. Description of the Related Art including information disclosed under -!7 
CFR 1.97 and 1.98. 

(f) Brief Summary of the Invention. 

(g) Brief Description of the Several Views of the Drawing(s). 

(h) Detailed Description of the Invention. 

(I) Claim or Claims (commencing on a separate sheet). 

(j) Abstract of the Disclosure (commencing on a separate sheet). 

(k) Drawings. 

(1) Sequence Listing (see 37 CFR 1 .82 1 - 1 .825). 
(2) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public , 
or on sale ,n th.s country, more than one year prior to the date of application for patent in theTlnhed States. 



use 
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Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Thomaides et al. 

(U.S.P. 5,626,840) or WO 94/03510. 

The cited art discloses the claimed polycondesates comprising at least one polyurethane 
and/or polyurea. Note that claim 1 is directed towards a composition per se; the device recited 
being conventional. Furthermore, note that no criticality of the method of producing the 
polycondensate is given. Even though product-by process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process. See In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 
1985). 

All features of claim 1 are either identically disclosed by the cited art or clearly inherent 
to the disclosure thereof. Note that: (i) the cited art is analogous because it pertains to the field of 
the inventor's endeavor (hair aerosols) and is also reasonably pertinent to the particular problem 
with which the inventor is concerned (hair fixing). In re Oetiker, 977 F.2d 1443, 24 U.S.P.Q.2d 
1443 (Fed. Cir. 1992); (ii) a comprising-type language does not exclude other steps, elements or 
materials. Cues Inc. vs Polymer Industries, U.S.P.Q.2d 1847 (DC ND GA 1988); (Hi) it is well 
established that the claims are given the broadest interpretation during examination; 



and (v) the burden is on the 
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applicant to prove that the prior art aerosols do not necessarily or inherently possess the function 
or property relied upon by applicant for novelty. In re Best 195 U.S.P.Q. 430. 

(3) Claim 1 is of this application conflict with claims of Application Nos. 09/385,01 5, 
09/385,003 and 09/385,009. 37 CFR 1.78(b) provides that when two or more applications filed 
by the same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their retention 
during pendency in more than one application. Applicant is required to either cancel the 
conflicting claims from all but one application or maintain a clear line of demarcation between 
the applications. See MPEP § 822. 

(4) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mr. Raj Bawa whose telephone number is (703) 308-2423. The 
examiner can normally be reached on Tuesday-Friday from 7:30 a.m. to 6:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diana Dudash, can be reached on (703) 308-2328. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 



R. Bawa:jmr 




June 29, 2000 



RAJ BAWA, Ph.D. 
PRIMARY EXAMINER 



July 13,2000 



